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1 . [ ] For each of the following items listed on the enclosed copy of Form PTO- 

1449 that is not in the English language, an English language translation of 
that item or a portion thereof or a concise explanation of the relevance of that 
item is enclosed: 

2. [ ] For each of the following items listed on the enclosed copy of form PTO-1449 

that is not in the English language, a concise explanation of the relevance of 
that item is incorporated in the specification of the above-identified 
application. 

3. [ ] Any copy of the items on the enclosed copy of Form PTO-1449 that is not 

enclosed with this Information Disclosure Statement was previously cited by 
or submitted to the Patent and Trademark Office in the prior [ ] Divisional or 
[ ] Continuation-ln-Part application under 37 C.F.R. §1.60, U.S. Serial No. 
, filed . 



4. [ ] No fee is due under 37 C.F.R. §1.1 7(p) for this Information Disclosure 

Statement since it is being filed in compliance with: 

[ ] 37 C.F.R. §1 .97(b)(1 ), within three months of the filing date of the 
above-identified application. 

[ ] 37 C.F.R. §1 .97(b)(2), within three months of the date of entry into the 
national stage as set forth in 91.491 in an international application. 

[ ] 37 C.F.R. §1 .97(b)(3), before the mailing date of a first Office action on 
the merits. J 

5. [ ] No fee is due under 37 C.F.R. §1.1 7(p) for this Information Disclosure 

Statement since it is being filed in compliance with 37 C.F.R. §1. 97(c), after 
the period specified in paragraph 4 above but before the mailing date of a 
final action or a Notice of Allowance (where there has been no prior final 
action), and is accompanied by one of the certifications pursuant to 37 C.F.R. 
§1 .97(e) set forth in paragraph 9 below. 

6. [x] A fee is due under 37 C.F.R. §1 .17(p) for this Information Disclosure 

Statement since it is being filed in compliance with 37 C.F.R. §1. 97(c), after 
the period specified in paragraph 4 above but before the mailing date of a 
final action or a notice of allowance (where there has been no prior final 
action): 

[ ] A check in the amount of $1 80.00 is enclosed in payment of the fee. 
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[x] Charge the fee to Deposit Account No. 05-1 135, Order No. Enz- 
60(CIP). A DUPLICATE COPY OF THIS SHEET IS ATTACHED. 

7. [ ] Afee is due under 37 C.F.R. §1.17(i)(1) for this Information Disclosure 

Statement since it is being filed in compliance with 37 C.F.R. §1. 97(d), after 
the mailing date of a final action or a notice of allowance, whichever comes 
first, but before payment of the issue fee, and is accompanied by: 

a. one of the certification pursuant to 37 C.F.R. §1 .97(e) set forth in 
paragraph 9 below; and 

b. the attached petition requesting consideration of this Information 
Disclosure Statement; and 

c. the fee due under 37 C.F.R. §1 . 1 7(i)(1 ) which is paid as set forth in 
paragraph 10 below. 

8. [ ] Afee is due under 37 C.F.R. §1.17(i)(1) for this Information Disclosure 

Statement since it is being filed in compliance with: 

a. [ ] 37 C.F.R. §1.31 3(b)(3), after the issue fee has been paid and 

information cited in this Information Disclosure Statement may render 
at least one claim unpatentable and is accompanied by the attached 
Petition To Withdraw Application From Issue; 

b. [ ] 37 C.F.R. §1 .31 3(b)(5), after the issue fee has been paid and 

information cited in this Information Disclosure Statement is to be 
considered in a Continuation application upon abandonment of the 
instant application and is accompanied by the attached Petition To 
Withdraw Application From Issue. 

c. [ ] The fee due under 37 C.F.R §1.17(i)(1) is paid as set forth in 
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office in a counterpart foreign application not more than three months prior to 
the filing of this Information Disclosure Statement. 

[ ] I hereby certify that no item of information in the Information Disclosure 
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reasonable inquiry, was known to any individual designated in §1. 56(c) more 
than three months prior to the filing of this Information Disclosure Statement. 



Enz-60(CIP) 



10. [ ] A check in the amount of $180.00 is enclosed in payment of the fee due 
under 37 C.F.R. §1.17(i)(1). 



[X] Charge the fee under 37 C.F.R. §1.17(i)(1) to Deposit Account No. 05-1135. 
Order No. Enz-60(CIP). A DUPLICATE COPY OF THIS SHEET IS 
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[x] The Commissioner is hereby authorized to charge any additional fees which 
may be required for this Information Disclosure Statement, or credit any 
overpayment to Deposit Account No. 05-1 135. A DUPLICATE COPY OF 
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Dear Sirs: 



Pursuant to the provisions of 37 C.F.R. § § 1 .971 .98, and in full compliance 
with their duty of disclosure under 37 C.F.R. §1 .56, Applicants, through their 
attorney, are bringing the following twenty-four (24) documents to the attention of 
the U.S. Patent and Trademark Office and the Examiner handling their above- 
identified application: 
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1 . Baugh, L.R., et al., "Quantitative analysis of mRNA amplification by in vitro 
transcription," Nucleic Acids Research 29 :e29 (2001) [Exhibit 1]; 

2. Boule, J-B., et al., "Terminal Deoxynucleotidyl Transferase Indiscriminately 
Incorporates Ribonucleotides and Deoxyribonucleotides," J. Biol. Chem. 
276:31388-31393 (2001) [Exhibit 2]; 
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10. Komura, J., et al., "Terminal transferase-dependent PCR: a versatile and 
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11. Kurn, N., U.S. Patent No. 6,251,639, filed Sep. 13, 2000 [Exhibit 11]; 

12. Krupp, G., et al., "Unusual promoter-independent transcription reactions with 
bacteriophage RNA polymerases," Nucleic Acids Research 17 :3023-3036 
(1989) [Exhibit 12]; 

1 3. Laird, W. J., et al., U.S. Patent Application No. 2003/004481 7, filed Oct. 
24, 2001 [Exhibit 13]; 

14. Lin, S-L., U.S. Patent No. 6,197,554, filed Nov. 20, 1998 [Exhibit 14]; 
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15. Lin, et al., International Patent Application No. WO 00/75356, filed June 4, 
1999 [Exhibit 15]; 

16. Lupski, J.R., et al., U.S. Patent No. 5,523,217, filed May 25, 1994 
[Exhibit 16]; 

17. McGinness, K.E., et al., "Substitution of Ribonucleotides in the T7 RNA 
Polymerase Promoter Element," J. Biol. Chem. 277 :2987-2991 (2002) 
[Exhibit 17]; 

18. Rabbani, et al., U.S. Patent Application No. 09/104,067, filed June 24, 
1 998, the specification subsequently published in divisional U.S. Patent 
Application No. 2003-0104460, published June 5, 2003 [Exhibit 18]; 

19. Schenborn, E.T., et al., "A novel transcription property of SP6 and T7 RNA 
polymerases: dependence on template structure," Nucl. Acids Research 
13:6223-6236 (1985) [Exhibit 19]; 

20. Schmidt, W.M., et al., "Controlled ribonucleotide tailing of cDNA ends 
(CRTC) by terminal deoxynucleotidyl transferase: a new approach in PCR- 
mediated analysis of mRNA sequences," Nucleic Acids Research 24 :1789- 
1791 (1996) [Exhibit 20]; 

21. Van Gelder, R.N., et al., "Amplified RNA Synthesized from Limited Quantities 
of Heterogeneous cDNA," Proc. Natl. Acad. Sci. USA 87 :1663-1667 (1990) 
[Exhibit 21]; 

22. Van Gelder, et al., U.S. Patent No. 5,891,636, filed Sep. 3, 1997 
[Exhibit 22]; 

23. Walker, G.T., et al., "Isothermal in vitro Amplification of DNA by a 
Restriction Enzyme/DNA Polymerase System," Proc. Natl. Acad. Sci. USA 
89:392-396 (1 992) [Exhibit 23]; 

24. Fahy, E.D., et al., International Patent Application No. WO 92/08800, filed 
November 13, 1991 [Exhibit 24]; 

The twenty-four (24) foregoing references (numbers 1-24) were cited in the 
specification of the instant application. 



Enz-60(CIP) 



Rabbani et al 

Serial No.: 10/693,481 

Filed: October 24, 2003 

Page 5 [Information Disclosure Statement 

- December 29, 2003] 

A completed Form PTO-1449 listing the 24 above-submitted documents is 
also attached hereto as Exhibit 25. 

By this voluntary citation of art, Applicants and their attorney are requesting 
that the documents be made of record in the present application. 

The above citation of documents is not a representation that these 
documents constitute a complete or exhaustive listing, nor that the above listing 
necessarily includes the closest or most relevant documents, nor are these 
documents necessarily a complete listing of all documents known to Applicants or 
their attorney. It is simply a voluntary citation of documents made in good faith, 
which is not intended to serve in any way as a substitute for the Examiner's own 
search. 

In view of the general and specific features described and claimed in the 
present application, Applicants respectfully submit that the present invention is 
neither disclosed nor suggested by the documents referred to above and is thus 
patentably distinct thereover. Furthermore, Applicants do not believe, and do not 
submit, by the citation of these references, that these documents, either by 
themselves or in combination with other documents, render the invention prima 
facie obvious under the duty of disclosure rules. 

Applicants respectfully request that the Examiner make the above-submitted 
documents of record in the instant application. Applicants further request that the 
Examiner consider these documents as any of them may relate to the instant 
application. 
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The fee under 37 C.F.R. §1.17(p) for filing this Information Disclosure 
Statement is $180.00. The Patent and Trademark Office is hereby 
authorized to charge the amount of this fee (and any other fees in connection with 
this IDS) to Deposit Account No. 05-1 135, or to credit any overpayment thereto. 

Respectfully submitted, 

Ronald C. Fedus 
Registration No. 32,567 
Natalie Bogdanos 
Registration No. 51,480 
Attorneys for Applicants 

ENZO LIFE SCIENCES, INC. 
c/o Enzo Biochem, Inc. 
527 Madison Avenue, 9 th Floor 
New York, New York 10022 
Tel. (212) 583-0100 
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